
United States B\tent and TkAPEMARK Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Ofiice 
Addrew: COMMISSIONER OF PATENTS AND TRADEMARKS 
P.O. Box J 430 

Aiexiindria,V!igmta 22313-1450 
www.iispto.gov 



APPUCATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/005,347 



12/07/2001 



Miwa Kozawa 



4372 7590 06/04/2003 

ARENT FOX KINTNER PLOTKIN & KAHN 
1050 CONNECTICUT AVENUE, N.W. 
SUITE 400 

WASHINGTON, DC 20036 



I00021<0006S 



8095 



EXAMINER 



PENG, KUO LIANG 



ART UNIT 



PAPER NUMBER 



1712 

DATE MAILED: 06/04/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

10/005,347 



Examiner 

Kuo-Llang Peng 



Applicant(s) 

KOZAWA ETAL. 



Art Unit 

1712 



„ . " TVie MAILING DATE of this communication appears on the cover sheet with the correspondence address 

Period for Reply 9- ^ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

" fftlr<?iy?fif L^l^^^ut^^ available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

'■ I Ln norioH f^' ^^""l^ ^^'^^^ ^^^^ "^^"^^^ ^ '^P'^ ^^^^^^^^^ mum^m of thirty (30) days will be considered timely 

■ ? 'S specified above, the maximum statutory period wilt apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure o reply within the set or extended period for reply will, by statute, cause the application to become ABANDON ED (35 U S C Tl 33 

' «r/nl?^ I^^T®"^ ^^^^ 1?^^' ^^'^^ "^^'''"9 ^3*® °f t^'s communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b) "cuuuc cany 

Status 

1 )IE Responsive to communication(s) filed on 5/7/03 Response . 
2a)n This action is FINAL. 2b)IEI This action is non-final. 

3) n Since this application is In condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 C D 11 453 O G 213 
Disposition of Claims 

4) S Claim{s) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) n Claim(s) is/are rejected. 

7) ^ Claim(s) f:8 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

1 0) D The drawing(s) filed on is/are: a)n accepted or bjD objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) n The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) |EI Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)|g|AII b)n Some*c)n None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 13 Acknowledgment Is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(s) 

2! I MoT' n'T""' ^^""^'^''^ ° '"•^^^'^ Summary (PTO-41 3) Paper No(s). . 

2 ^ Notice Of Draflsperson s Pater,t Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-li^ 

3) 12SI Information Disclosure Statement(s) (PTO-1449) Paper No(s) 2. 6) □ Other: 
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DETAILED ACTION 



1 . The Applicants' response to restriction requirement filed on May 1, 2003 was received. 
Claims 9- 1 7 are deleted. 



2. Claims 1-8 are objected to because of the following informalities: 

In Claim I (lines 3 and 16), Claim 5 (lines 3 and 16), should "." be removed because 
there cannot be any period in the middle of a claim except in a number? 

It is noted that formula 2 in Claim 4 is not consistent with the formula 1 recited in Claim 
1. Applicants are advised to a) amend Claim 4 as an independent claim, b) remove "according to 
claim 3", c) incorporate the limitations of 1/1+m+n and m/l+m recited at the end of Claim 1 into 
Claim 4, and d) remove "." in the end of line 4 because there cannot be any period in the middle 
of a claim except in a number. 

Appropriate correction is required. 

3. Claims 1 and 4-5 would be allowable if rewritten or amended to overcome the claim 
objection, set forth in this Office action. 

The present invention can be allowed over Thayer (US 4,725,658). 
Thayer discloses a polysiloxane having carboxylic ester groups such as col. 4, lines 55-66 
and col. 7, lines 1-14. However, Thayer does not teach or fairly suggest a polysiloxane having 



Claim Objections 



Si04/2 units. 
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Art Unit: 1712 

4. Claims 2-3 and 6-8 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, second paragraph, set forth in this Office action and to include all of the limitations 
of the base claim and any intervening claims. 

The patentability of the instant claims is described in the previous paragraph. 

5. A telephone call was made to Mr. Hans J. Crosby on May 26, 2003 to request an 
examiner amendment, but did not result in an examiner amendment being made. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kuo-Liang Peng whose telephone number is (703) 306-5550. 
The examiner can normally be reached on Monday-Friday from 8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert Dawson, can be reached on (703) 308-2340. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9310. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661. 



May 30, 2003 



Kuo-Liang Peng 




